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DETAILED ACTION 

1 . This Action is in response to tine Amendment for Application Number 1 0/685,626 
received on 8/18/2008. 

2. Claims 5-1 2, 20-27 and 38 are presented for examination. 

Response to Amendment 

3. Applicant's arguments and amendments filed on 8/18/2008 have been carefully 
considered but they are not deemed fully persuasive. Applicant's arguments are 
deemed moot in view of the following new grounds of rejection, necessitated by 
Applicant's substantial amendment to the claims which significantly affected the scope 
thereof (i.e., by incorporating new limitations into the independent claims, which 
required further search and consideration). 

4. Applicant amended claim 20 back to a "computer-readable medium", thereby 
reintroducing the previous 101 issue with the claim as indicated in the Non-Final Office 
action, filed 10/31/2007. Applicant has failed to provide any arguments regarding this 
matter. Therefore, the rejection as provided herein based on Applicant's amendment. 

5. It is the Examiner's position that Applicant has not yet submitted claims drawn to 
limitations, which define the operation and apparatus of Applicant's disclosed invention 
in manner, which distinguishes over the prior art. 

6. Failure for Applicant to significantly narrow definition/scope of the claims and 
supply arguments commensurate in scope with the claims implies the Applicant intends 
broad interpretation be given to the claims. The Examiner has interpreted the claims 
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with scope parallel to the Applicant in the response and reiterates the need for the 
Applicant to more clearly and distinctly define the claimed invention. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 20-27 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

8. Claim 20 has been amended to recite a "computer-readable medium that 
includes a program." 

9. Applicant's specification states (see corresponding US publication 
2005/0080866): 

In the context of this document, a "computer-readable medium" can be any 
means that can contain, store, communicate, propagate, or transport the program for 
use by or in connection with the instruction execution system, apparatus, or device. The 
computer-readable medium can be, for example but not limited to, an electronic, 
magnetic, optical, electromagnetic, infrared, or semiconductor system, apparatus, 
device, or propagation medium. More specific examples (a nonexhaustive list) of the 
computer-readable medium would include the following: an electrical connection 
(electronic) having one or more wires, a portable computer diskette (magnetic), a 
random access memory (RAM) (electronic), a read-only memory (ROM) (electronic), an 
erasable programmable read-only memory (EPROM or Flash memory) (electronic), an 
optical fiber (optical), and a portable compact disc read-only memory (CDROM) 
(optical). Note that the computer-readable medium could even be paper or another 
suitable medium upon which the program is printed, as the program can be 
electronically captured, via for instance optical scanning of the paper or other medium, 
then compiled, interpreted or otherwise processed in a suitable manner if necessary, 
and then stored in a computer memory." 
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1 0. Therefore, Applicant has provided intrinsic evidence in the specification that the 
phrase "computer-readable medium" as used in the claims is intended to cover multiple 
types of non-statutory subject matter. 

11. As one example, Applicant's inclusion of a "propagation medium" would have 
been reasonably interpreted by one of ordinary skill as a form of energy rather than a 
process, machine, manufacture or composition of matter. 

12. Therefore, claims 20-27 are not limited to embodiments which would enable the 
program to act as a computer component and realize its functionality to provide a 

practical application with a useful, concrete and tangible result. 

1 3. As such, claims 20-27 are not limited to statutory subject matter and is therefore 
non-statutory. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 5-1 1 , 20-26, and 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Klassen et al. (US 2005/0066070) in view of Malik (US 7007085) and 
further in view of Roskind (US 2003/0065721 ). 



15. 



Regarding claim 5, Klassen disclosed a communication method comprising: 
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displaying a first instant messaging (IM) message (Klassen, Fig. 4, message 74 
[0042]); 

calculating an elapsed time from the displaying of the first IM message (Klassen, 
[0045], "predetermined duration of time"); 

determining whether a second IM message has been displayed within the 
elapsed time (Klassen, [0045]); 

displaying a first time indication, the first time indication being associated with the 
first IM message, the first time indication being displayed in response to determining 
that the second IM message has not been displayed within the elapsed time, the first 
time indication displaying a time that the first message was sent (Klassen, Fig. 4, [0045] 
"a first time stamp 84 is output adjacent the non-responded message"). 

While Klassen disclosed the use of instant messaging, Klassen did not explicitly 
state querying the user about whether to add certain information within an IM log. 

In an analogous art, Malik disclosed a message log for instant messaging in 
which the system gives options to the user in the form of preferences, which includes a 
preference for additional information (Malik, col. 9, lines 35-45). As shown in Figure 4, 
the teachings of Malik present the user with defined options to choose from (i.e. 
querying the users as to their preferences). Malik further disclosed one of the 
preferences to include the time of the communication (Malik, col. 1 1 , lines 25-35). 

One of ordinary skill in the art would have been motivated to combine the 
teachings of Klassen and Malik since both provide features of instant messaging, and 
as such, combining the teachings would not involve any extra implementation. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the IM log feature of Malik into the teachings 
of Klassen in order to obtain the predictable result of providing users with the ability to 
review past conversations according to their preferences, providing users more instant 
messaging features thereby increasing desirability of use by customers over competing 
products. 

However, while the combined teachings of Klassen and Malik disclosed querying 
the user for preferences regarding the log including the time of communication (Malik, 
col. 11, lines 25-35), Klassen and Malik did not explicitly state the details of what the 
"time of communication" actually includes. As such, the combination of Klassen and 
Malik did not explicitly state a termination time indication that indicates a time an IM 
session terminated. 

In a related art, Roskind disclosed a system of instant messaging that provides 
an IM log that includes IM activity which may provide the existence or status of separate 
IM sessions as well as the opening and closing of an IM session (Roskind, [0095]). 
Roskind further disclosed that "updating the IM log also may include tracking the time 
that each instant message was sent and received, recording the time the IM session 
was closed, and/or recording the time the sender or recipient disconnected from the 
host (Roskind, [0097]). Since Roskind disclosed that updating the log also "may" 
include such a session termination time, it would have been obvious to one of ordinary 
skill that such may simply be a feature of IM logging. 
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One of ordinary skill in the art would have been motivated to combine the 
teachings of Klassen and Malik and Roskind since all three teachings are within the 
same instant messaging environment. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the option of logging the termination time as 
disclosed by Roskind within the combined teachings of Klassen and Malik in order to 
obtain the predictable result of providing extra options to users, thereby allowing them to 
set up their instant messaging logs into a more desired format, in order to make 
readability of the log easier for the user according to their preferences, thereby further 
increasing desirability of use by its customers over competing products. 

Claim 20 includes a computer-readable storage medium comprising a processor 
and a memory configured to storecomputer-readable code to implement the limitations 
of claim 5. Claim 38 includes a communication system comprising logic to implement 
the limitations as described in claim 1 . The combined teachings of Klassen, Malik, and 
Roskind disclosed a device storing code/logic to perform the limitations as claimed (for 
example. See Klassen, Figs. 1 and 2). As such, claims 20 and 38 are rejected under 
the same rationale as claim 5. 

16. Regarding claims 6 and 21, Klassen, Malik, and Roskind disclosed the limitations 
as described in claims 5 and 20, including wherein the step of displaying the first IM 
message comprises: providing an IM dialogue box within an IM chat window; and 
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displaying the first IM message within the IM dialogue box (Klassen, Fig. 4). See 
motivation above. 

17. Regarding claims 7 and 22, Klassen, Malik, and Roskind disclosed the limitations 
as described in claims 6 and 21 , including wherein displaying the first time indication 
comprises: displaying the first time indication in the IM dialogue box (Klassen, Fig. 4, 
time stamp 84). See motivation above. 

18. Regarding claims 8 and 23, Klassen, Malik, and Roskind disclosed the limitations 
as described in claims 5 and 20, including wherein displaying the first time indication 
comprises: displaying a first visual delineator after the first IM message, the first visual 
delineator having a time associated with the first IM message (Klassen, Fig. 4, time 
stamp 84). See motivation above. 

19. Regarding claims 9 and 24, Klassen, Malik, and Roskind disclosed the limitations 
as described in claims 5 and 20, including displaying a second IM message after the 
elapsed time; displaying a second time indication, the second time indication being 
associated with the second IM message, the second time indication being indicative of 
the elapsed time between the first IM message and the second IM message (Klassen, 
Fig. 4, 47, "second time stamp 92 is output adjacent the resumption message. A user 
thus can determine from the output on the display 50 the period of time during which the 
conversation was suspended"). See motivation above. 
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20. Regarding claims 10 and 25, Klassen, Malik, and Roskind disclosed the 
limitations as described in claims 9 and 24, including wherein displaying the second 
time indication comprises: displaying a second visual delineator before the second IM 
message, the second visual delineator having a time associated with the second IM 
message (Klassen, [0045], last the lines, see also Fig. 8b). See motivation above. 

21 . Regarding claims 1 1 and 26, Klassen, Malik, and Roskind disclosed the 
limitations as described In claims 10 and 25, including wherein displaying the second 
visual delineator comprises: providing an IM dialogue box within an IM chat window; 
and displaying the second visual delineator in the IM dialogue box (Klassen, Fig. 8b, 
292). See motivation above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

22. Claims 12 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Klassen et al. (US 2005/0066070) in view of Malik (US 7007085) and Roskind (US 
2003/0065721 ) and further in view of Applicant's Admitted Prior Art ("AAPA"), 
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specifically in view of the prior art instant messaging systems presented in the 
Background section of Applicant's Specification. 

The Applicant described instant messaging systems with reference to Figures 1 
and 2, which are provided as prior art figures. Therefore, the description provided in the 
background section in reference to these Figures are construed by the Examiner to 
constitute an admission of prior art and any subject matter associated with these 
descriptions are construed to be prior art applicable to the claims. See MPEP 2129 and 
Riverwood Int'l Corp. v. R.A. Jones & Co., 324 F.3d 1346, 1354, 66 USPQ2d 1331 , 
1337 (Fed Cir. 2003). 

23. Regarding claims 12 and 27, Klassen, Malik, and Roskind disclosed the 
limitations as described in claims 1 1 and 26, including selectively displaying a most- 
recently-displayed IM time in the IM dialogue box, the most-recently-displayed IM time 
being associated with the most-recently-displayed IM message (Fig. 4, 84). 

Klassen, Malik, and Roskind did not explicitly state providing a status area within 
the IM chat window, the status area being distinct from the IM dialogue box. 

However, AAPA shows areas above and below item 205 (see AAPA, Fig. 2) 
within the IM chat window that are distinct from the IM dialogue box. As such, AAPA 
shows that it was well known in the art at the time the invention was made that instant 
messaging chat windows include status windows. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include a status window in the instant messaging chat 
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boxes of the combined teachings of Klassen, Malik, and Roskind in order to provide 
users with the status of a message before sending the message to its recipient, or 
provide extra information regarding the message, thereby providing extra features to the 
instant messaging system, making the system more desirable to use by its customers. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in 
the references applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention, as well as the context of the passage as taught by the prior art 
or disclosed by the Examiner. 

In the case of amending the claimed invention. Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Bret Dennison whose telephone number is (571) 272- 
3910. The examiner can normally be reached on M-F 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tonia Dollinger can be reached on (571) 272-4170. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/J. Bret Dennison/ 
Examiner, Art Unit 2443 
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